S&EIVED 
CENTRAL FAXCSfltit 

NOV 1 3 2003 

OFFICIAL 

REQUEST FOR 
STATUS CHECK 

Please check the status of patent application #10/084,391. Attached is the last 
communication with your office including a copy of the express mail receipt Please 
c ontact me by phone at 949 306 9491 or email at egsteiner@.vahoo.com . 

Sincerely, 

< Gregory Gene S 
1676 Ala Moana Blvd. #104 
Honolulu, Hawaii 96815 



Nov-13-03 12:18pm From- • 

lo: United States Patient and Trademark Office 
Fax: 703 308 4242 
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Nov-13-03 



12:1 8pm From-- 



T-371 P. 003/015 F-739 



DATE 



07/19/2003 



APPLICATION NUMBER 



10/084,391 



RESPONSE TO OFFICE ACTION DATED 06/05/2003 



FIRST NAMED APPLICANT 



Gregory Gene Sieiner 



EXAMINER 



Jerome D Goldberg 



ART UNIT 



1614 



ENCLOSED 

1 . Notice of Non-Compliant Amendment 

2. Copy of previously filed amendment 

3. Clean version of the replacement section [0016] 

4. Clean version of the replacement Claim 1 

The Notice of Non-Compliant Amendment was mailed to my previous address. The 
USPTO has been noticed lhat my address has changed. Please send all future mailings to 

Gregory Gene Sieiner 
1676 Ala Moana Blvd. #104 
Honolulu, Hi 96815 
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Nov-13-03 12:19pm From-- 



T-371 P. 004/015 F-739 




United States Extent and Trademark Office: 



DNiTKD STATES DEPARTMENT OP COMMERCE" 
United StMOl Pa tan* nqcj Tradesnavk Oftfe. 

AAiwCOMMJSSWNER Or JWENT3 AND TRADSMABXB 
PtOl Dm 1439 



| AFPUCATION^ | FILING DATE J FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. | CONFIR M AT70K N Q—| 

02/26/2002 Grcfiwy Gene Stetoor " 1 



02/26/2002 



8379 



7590 06*5/2003 

Gregory Gene Steiner 
J*OBox 61535 
Honolulu, HI 96839 



c 



EXAMINER 



GOLDBERG, JEROME D 



ART UNIT 



PAPER NUMBER 



]6M 

DATE MAILED: 06/05/2003 



Please find below and/or attached at) Office communication concerning this application or proceeding. 



FTO-90C (Fev. 07-01) 
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Nov-13-03 12:18pm Frora- 



T-3D P. 005/01 5 F-739 




United States Patent and Trademark Office 



J ■ APPLICATION NO. | HUNQOWr~T 



PIR3T NAMED INVEWTQfl . 



WuwHSnv*. o.c. tou i 



I ATTORNEY POCKET NO. | 



r 



n [ 



EXAMINER 



| _ AflTUNTT | RAP£R|j£lMBER ^y 



DATE MAILED: 



Notice of Non-Compliant Amendment i37 CFR 1.121) 

TUnnAdmentfited on 3— ^f-O 3> ■» m n^ f 
at required undar 37 CT~ 
77.&ii«. 19,2000). 



0""' I . The wucndmeut docs not include 4 cle 
37CFR].121(bXlXi<)- 

O 



[3- 
□ 

ri 



ofttm 



p*neniph(*ysBcfiott0). 



3. lie amendment docs iu>t indole • clean Wrian of the emended cUJraO). 37 CFR M21(cXlX0 

4. The amendment does not include ■ madced-up version of the Mended delm(«). 37 CFR l.Bl(eX!Xii) 

5. Other • I 



G PRELIMINARY AMENDMENT: Unless applicant re-submits the prdhninary jmtendmentm compHancc 
with revised 37 CFR 1.121 within ONE MONTH of the mafl date of this letter, examination on the merits 
may commence without entry «f the o riginally proposed preliminary amendment This notice is not an 
action under 35 U.S.C 132, and this ONE MONTH time limit is not extendable. 

Cl^AMENDMENT AFTER NON-FINAL ACTION: Since the above mentioned reply appears to be bona 

fide, applicant is given a TIME PERIOD of ONE (1) MONTH or THIRTY (30) DAYS from the mailing 
date of this notice, whichever is longer, within which to supply the omission or correction in order to 
avoid abandonment EXTENSIONS OF THIS TIME PERIOD MAY BE GRANTED UNDER 37 CFR 
1.136(a). 

Foiryonr convenience, attached to this correspondence is a copy of an informational flyer 
(MPEP Bookmark Bulletin on "Simplified Amendment Practice''). 



Lcgd Instruments Exnnuncr 
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Nov-13-03 1 2:19pm From- • 



T-371 P. 006/01 5 F-739 



DATE 3-01-2003 

APPUCATION NUMBER 

RESPONSE TO OFFICE ACTION DATED 

FIRST NAMED APPLICANT 

EXAMINER 

ART UNIT 

ENCLOSED 

1 . OFFICE ACTION SUMMARY 

2. AMENDMENT B 



RECEIVED 
CENTRAL FAX CENTER 

NOV 1 3 2003 

OFFICIAL 

10/084,391 
01-28-2003 
Gregory Gene Steiner 
Jerome D Goldberg 
1614 
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Nov-13-03 12:19pm From-- T-3n P. 007/015 F-739 



Office Action Summary 


AppllcatT nNo. 

10/084,391 


Applicants) 

STEINER, GREGORY GENE 


Examiner 

Jerome D Goldberg 


Art Unit 

1614 





~ MAILING DATE of this communication appears on the covet sheet with the correspondence address - 
Perl d for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH{S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions time may bo avwlppfe under the provisions of 37 CFR 1.136(a). In no event however, may a reply be timely filed 
after SIX (B) MONTHS from thB mailing date of this communication. 

• If the period for reply specified above \s less man thirty (30) oaya, a reply wkttn the statutory minimum of thirty (3D) days wld be conslderw timely. 

- If NO perfoo for reply Is specified above, me maximum statutory parted will apply end will oxpJra SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply wtthin the set or extended period tor reply wili, by statute, causa tho applteatfon to become ABANDONED (35 u s e. § 133). 

- Any reply rotated by ihe Office later than three months after the matting date of this comrrrwteatfon, even If timely tiled, may reduce any 
earned pate it term adjustment. See 37 CFR 1.704(b), 

Status 

1 )□ ReaponsJve to communication(s) filed on . 

2a)D This action is FINAL 2b)S This action is non-final. 

3) D Since this application Is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) E3 Claim(s) 1-5 Is/are pending in the application. 

4a) Of the above claim(s) Is/are withdrawn from consideration. 

5) Q Clahn(5) is/are allowed. 

6) 13 Cfaimfe) 1-5 is/are rejected. 

7) D Clalrn(s) Is/are objected to. 

8) D Ciairn(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

1 0) D The flrawlng(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance, See 37 CFR 1.85(a). 

1 1) D "Hie proposed drawing correction fifed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority undei 35 U,S,C. §§ 119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 l9(aHd) or (f). 

a)DA|| b)EH Some*c)D None of: 

1 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. C] Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) Q Acknowledgment is made of a daim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application), 

a) □ The translation of the foreign language provisional application has been received. 

1 5) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 1 20 and/or 121 . 
Attachment^) 

1 ) Notice of Ftemrances Cited (PTO-B92) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) □ Notice of Drafteperson's Patent Drawing Review (PTO*4B) 5) □ Notice of Informal Patent Application (PTO-152) 

3) Q Irrrorrnaiton Disclosure Statement's) (PTCM449) Papar No($) , . 6) □ Other: 

U.5. patent and Trademark Office " ■ 
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Nov-13-03 12:19pm Fron- T-3T1 P. 008/015 F-739 

-? jO _ Page 2 

Application/Control Number: 1 0/084,391 J- ft 

Art Unit: 1614 

The U.S. patents are cited to complete the record. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the '^i^ 

ohh lection t02 of this title, if the^ ™^ c **^ n j¥,± ^^Tob^ at the time the 

tSSSSS srXrtbe Negatived by the manner in which the .nventon was made. 

Claims 1-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over the 

Volz et al. reference. 

The Volz et al. Reference having an effective date of January 1. 1997 teaches 
applicant's Kavain as having therapeutic use in patients (see TX, line 8) and shows oral 
administration at 270-330mg/day for 22/weeks (TX lines 8-20). 

The instant claims are directed to preventing a condition which would read on a 
normal host. Therefore, one skilled in this art would find ample motivation from the prior 
art supra to employ a known pharmaceutical kavain for preventing a condition with a 
reasonable expectation that said compound would be effective. Moreover, in the 24 
we»ks of treatment their would be a time wherein the patient was cared and still 
received the pharmaceutical. 

Changing the mammal to a "mammal In need thereof would overcome this 

rejection. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 
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Nov-13-03 12:20pm From-- T-371 P. 009/01 5 F-739 

Pane 3 

Application/Control Number: 10/084,391 
Art Unit: 1614 

Claim 1 is rejected under 35 U.S.C. 1 02(a) as being anticipated by the Hapka et 
al. reference. 

The Hapka et al reference teaches toxicological studies of kavain in mammals 
(see ST line 3 and RN, line 1) clearly, toxicity studies would be administering to a 
normal mammal. Changing the mammal to a "mammal in need thereof would 

overcome this rejection. 

The nonstatutory double patenting rejection is based on a judicially created 
docirin??io7i£d^bfc policy (a policy reflected in the statute) so as ito prevent the 
unjustified oMmproper timewise extension of the "right to exclude" grantedl by a patent 
and to prevent possible harassment by multiple assignees See > /n re ' Goodman, 1 1 
F.3d 1046. 29 USPQ2d 2010 (Fed. Cir. 1993); In mLong, 759 ^-f d 887 ^25 
USPQ 645 (Fed. Cir. 1985); In re Van Omum, 686 F.2d 937, 214 USPQ 761 (CCPA 
198ft Tre Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thonngton, 
4l8F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may oe 
used to overcome an actual or provisional rejection based on a 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1.130(b). . mau . iflna 

Effective January 1.1994, a registered attorney or agent of record may sign a 
terminal dESSw Aterr^nal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 1-5 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1 and 3-6 of 
copending Application No. 09/ 792.898. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because the instant claims are 
directed applicant's compound for chemopreventing cancer while the parent application 
is directed to a reduced scope of the compounds for chemopreventing cancer. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact be n patented. 



PAGE 9/15 * RCVD AT 11/1312003 3:30:36 PIK1 [Eastern Standard Time] * SVR:USPTO-EFXRF-2/3 * DNIS:74680QQ * C8ID: ' DURATION (itim-ss):03-3fl 



Nov-13-03 12:20pm From- T-371 P. 01 0/01 5 F-739 

P3Q© 4 

Applioation/Control Number: 10/084,391 
Art Unit: 1614 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jerome Goldberg whose telephone number is (703) 
308-4606. The examiner can normally be reached on Monday-Thursday 9:00 A.M - 
3:00 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Marianne Seidel can be reached on (703) 308-4725. The fax phone 
numbers for the organization where this application or proceeding Is assigned are (703) 
305-4556 for regular communications and (703) 305-3592 for After Final 
communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
1235. 



Goldberg/T.G.D. 
February 3, 2003 
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